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Commissioner for Patents 
POBox 1450 

Alexandria, VA 22313-1450 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT WITH 
CONTINGENT PETITION TO REVIVE UNINTENTIONALLY ABANDONED 

APPLICATION 

PETITION TO WITHDRAWN HOLDING OF ABANDONMENT 

Applicants request withdrawal of the clearly erroneous Notice of 
Abandonment received in the above case. The facts are as follows. 

(1) Applicants received a first office action on the merits on March 26, 2007, 
setting a three month date for response, extendible to six months using the usual provisions 
of 37C.F.R. 1.136(a). 



AMENDMENT AND REQUEST FOR RECONSIDERATION" on September 26, 2007, 
with a three month petition to extend the period for response through the filing date of the 
response. A copy of Applicants' submission, marked "copy" is provided herewith. Proper 



(2) Applicants timely filed a "RESPONSE TO FIRST OFFICE ACTION, 
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certificate of mailing procedures were used throughout the submission to indicate that the 
submission was timely deposited with the US Post Office on September 26, 2007, thus 
setting the filing date for the submission, pursuant to 37 C.F.R. § 1.8. 

(3) Applicants received a stamped post card from OIPE, plainly indicating that 
the Patent Office received Applicants submission (date stamped postcard showing date of 
receipt of September 28), copy enclosed. The date of receipt stamped by the USPTO is 
entirely consistent with Applicants' date of mailing, further evidencing that Applicants' 
timely mailed the response. 

(4) Applicants response appears on the USPTO PAIRS system as of the date 
of this petition, with a receipt date of September 28, 2007, further unequivocally 
demonstrating that the Patent Office received Applicants' timely submission. A copy of the 
first page, with the date received stamp, is printed from PAIRS and provided herewith. 

(5) Applicants' Attorney's deposit account was charged both for the fees 
associated with the filing of the amendment (on October 1, 2007) and for excess claim fees 
associated with the amendment (on October 5, 2007), further plainly indicating that the 
Office received Applicants' timely submission, and also plainly indicating a more than 
sufficient balance in the deposit account to cover any fees associated with the submission. 

(6) Despite the above, Applicants received an ERRONEOUS Notice of 
Abandonment on October 15, 2007, incorrectly alleging failure to provide a response to the 
Office Action of March 26, 2007. The mail date on the Notice was October 9, 2007. 

Clearly, the Office has made an error in the subject Notice of Abandonment. 
A response to the first Action on the merits (March 26, 2007) was plainly made, as 
demonstrated by the stamped return receipt post card, appearance of the amendment in 
PAIRS and the charge to Applicants' deposit account for fees associated with the response. 
Accordingly, THE NOTICE OF ABANDONMENT MUST IMMEDIATELY BE 
WITHDRAWN. 

Further, Applicants must be granted a patent term adjustment to extend the 
period of patent term on any case that arises out of the instant application to account for the 
complete period between the ERRONEOUS Notice of Abandonment, and a proper 
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withdrawal of the holding of abandonment. Finally, because the Notice of Abandonment 
was a clear error, the Office should expedite consideration of this petition. 

In the event that the petition to withdrawn the holding of abandonment is 
not granted, Applicants formally request a teleconference with the Officer deciding this 
petition and an appropriate supervisor. 

CONTINGENT PETITION TO REVIVE 

Solely in the event that the above petition to withdraw the holding of 
abandonment is NOT granted, Applicants petition to revive the application for 
unintentional abandonment. Applicants note that they strongly dispute any alleged 
abandonment for the reasons noted above. Applicants timely filed an appropriate 
response, and the Office's Notice of Abandonment was clear error. 

In light of the above, Applicants note that any purported abandonment was 
also at least unintentional . Applicants hereby state that the entire delay was unintentional. 
Please charge Applicants any fees that may be associated with this petition to revive. 

Applicants note that the requisites of a petition to revive (MPEP 71 1.03(c)) 
are clearly provided herewith, i.e., a statement that the entire delay was unintentional, an 
appropriate reply (in the form of the copy of the RESPONSE TO FIRST OFFICE ACTION, 
AMENDMENT AND REQUEST FOR RECONSIDERATION provided herewith), and 
authorization to charge fees for the petition. Solely in the event that the above petition to 
withdraw is not granted, please revive the application pursuant to this contingent petition. 

Quine Intellectual Property Law Group 
P.O. BOX 458, Alameda, CA 94501 
Tel: 510 337-7871 
Fax: 510 337-7877 
PTO Customer No.: 22798 
Deposit Account No.: 50-0893 
Attachments: 

1) A transmittal sheet; 

2) Copy of Receipt Acknowledgement Postcard stamped by USPTO; 

3) Copy of Response Submitted September 26, 2007; 

4) Copy of 1 st page of Response from PAIRS; and, 

5) A receipt indication postcard. 



Respectfully submitted, 

(^Jonathan Alan Quine 
Reg. No: 41,261 
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PETITION TO WITHDRAW HOLDING OF ABANDONMENT WITH 
CONTINGENT PETITION TO REVIVE UNINTENTIONALLY ABANDONED 

APPLICATION 

PETITION TO WITHDRAWN HOLDING OF ABANDONMENT 

Applicants request withdrawal of the clearly erroneous Notice of 
Abandonment received in the above case. The facts are as follows. 

(1) Applicants received a first office action on the merits on March 26, 2007, 
setting a three month date for response, extendible to six months using the usual provisions 
of 37C.F.R. 1.136(a). 

(2) Applicants timely filed a "RESPONSE TO FIRST OFFICE ACTION, 
AMENDMENT AND REQUEST FOR RECONSIDERATION" on September 26, 2007, 
with a three month petition to extend the period for response through the filing date of the 
response. A copy of Applicants' submission, marked "copy" is provided herewith. Proper 
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certificate of mailing procedures were used throughout the submission to indicate that the 
submission was timely deposited with the US Post Office on September 26, 2007, thus 
setting the filing date for the submission, pursuant to 37 C.F.R. § 1.8. 

(3) Applicants received a stamped post card from OIPE, plainly indicating that 
the Patent Office received Applicants submission (date stamped postcard showing date of 
receipt of September 28), copy enclosed. The date of receipt stamped by the USPTO is 
entirely consistent with Applicants' date of mailing, further evidencing that Applicants' 
timely mailed the response. 

(4) Applicants response appears on the USPTO PAIRS system as of the date 
of this petition, with a receipt date of September 28, 2007, further unequivocally 
demonstrating that the Patent Office received Applicants' timely submission. A copy of the 
first page, with the date received stamp, is printed from PAIRS and provided herewith. 

(5) Applicants' Attorney's deposit account was charged both for the fees 
associated with the filing of the amendment (on October 1, 2007) and for excess claim fees 
associated with the amendment (on October 5, 2007), further plainly indicating that the 
Office received Applicants' timely submission, and also plainly indicating a more than 
sufficient balance in the deposit account to cover any fees associated with the submission. 

(6) Despite the above, Applicants received an ERRONEOUS Notice of 
Abandonment on October 15, 2007, incorrectly alleging failure to provide a response to the 
Office Action of March 26, 2007. The mail date on the Notice was October 9, 2007. 

Clearly, the Office has made an error in the subject Notice of Abandonment. 
A response to the first Action on the merits (March 26, 2007) was plainly made, as 
demonstrated by the stamped return receipt post card, appearance of the amendment in 
PAIRS and the charge to Applicants' deposit account for fees associated with the response. 
Accordingly, THE NOTICE OF ABANDONMENT MUST IMMEDIATELY BE 
WITHDRAWN. 

Further, Applicants must be granted a patent term adjustment to extend the 
period of patent term on any case that arises out of the instant application to account for the 
complete period between the ERRONEOUS Notice of Abandonment, and a proper 
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withdrawal of the holding of abandonment. Finally, because the Notice of Abandonment 
was a clear error, the Office should expedite consideration of this petition. 

In the event that the petition to withdrawn the holding of abandonment is 
not granted, Applicants formally request a teleconference with the Officer deciding this 
petition and an appropriate supervisor. 

CONTINGENT PETITION TO REVIVE 

Solely in the event that the above petition to withdraw the holding of 
abandonment is NOT granted, Applicants petition to revive the application for 
unintentional abandonment. Applicants note that they strongly dispute any alleged 
abandonment for the reasons noted above. Applicants timely filed an appropriate 
response, and the Office's Notice of Abandonment was clear error. 

In light of the above, Applicants note that any purported abandonment was 
also at least unintentional . Applicants hereby state that the entire delay was unintentional. 
Please charge Applicants any fees that may be associated with this petition to revive. 

Applicants note that the requisites of a petition to revive (MPEP 711.03(c)) 
are clearly provided herewith, i.e., a statement that the entire delay was unintentional, an 
appropriate reply (in the form of the copy of the RESPONSE TO FIRST OFFICE ACTION, 
AMENDMENT AND REQUEST FOR RECONSIDERATION provided herewith), and 
authorization to charge fees for the petition. Solely in the event that the above petition to 
withdraw is not granted, please revive the application pursuant to this contingent petition. 

Quine Intellectual Property Law Group 
P.O. BOX 458, Alameda, CA 94501 
Tel: 510 337-7871 
Fax: 510 337-7877 
PTO Customer No.: 22798 
Deposit Account No.: 50-0893 
Attachments: 

1) A transmittal sheet; 

2) Copy of Receipt Acknowledgement Postcard stamped by USPTO; 

3) Copy of Response Submitted September 26, 2007; 

4) Copy of 1 st page of Response from PAIRS; and, 

5) A receipt indication postcard. 



Respectfully submitted, 




Jonathan Alan Quine 
Reg. No: 41,261 
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RESPONSE TO FIRST OFFICE ACTION, AMENDMENT and REQUEST FOR 

RECONSIDERATION 



Sir: 

In response to the Office Action dated March 26, 2007, please amend the above- 
identified application as indicated herein. Please reconsider the application in light of the 
amendments and remarks below. 



» Amendment to the Claims is reflected in the listing of claims that begins on page 2 

4 of this paper. 

Remarks/Arguments begin on page 8 of this paper. 
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Response to Office Action dated March 26, 2007 

AMENDMENT TO THE CLAIMS 
Please amend the claims as shown below. This listing of claims will replace 

all prior versions and listings of claims in the application. Deletions of text are indicated 

with strikathrough or double bracket [[x]]. Added text is shown by underline . 

LISTING OF THE CLAIMS: 

1. (withdrawn) A composition comprising an orthogonal aminoacyl-tRNA synthetase 
(O-RS), wherein the O-RS preferentially aminoacylates an O-tRNA with a redox active 
amino acid. 

2. (withdrawn) The composition of claim 1, wherein the O-RS comprises an amino 
• acid sequence comprising SEQ ID NO.: 1, or a conservative variation thereof. 

3. (withdrawn) The composition of claim 1, wherein the O-RS preferentially 
aminoacylates the O-tRNA with an efficiency of at least 50% of the efficiency of a 
polypeptide comprising an amino acid sequence of SEQ ID NO.: 1. 

4. (withdrawn) The composition of claim 1, wherein the O-RS is derived from a 
Methonococcus jannaschii. 

5. (withdrawn) The composition of claim 1, comprising a cell. 

6. (withdrawn) The composition of claim 5, wherein the cell is an K coli cell. 

7. . (withdrawn) The composition of claim 1, comprising a translation system. 

8. (withdrawn) A cell comprising a translation system, wherein the translation system 
comprises: 

an orthogonal -tRNA ( O-tRNA); 

an orthogonal aminoacyl-tRNA synthetase ( O-RS); and, 

a redox active amino acid; 

wherein the O-tRNA recognizes a first selector codon, and the O-RS preferentially 
aminoacylates the O-tRNA with the first redox active amino acid. 
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9. (withdrawn) The cell of claim 8, wherein the O-RS preferentially aminoacylates the 
O-tRNA with an efficiency of at least 50% of the efficiency of a polypeptide comprising an 



10. (withdrawn) The cell of claim 8, wherein .the O-tRNA comprises or is encoded by a 
polynucleotide sequence as set forth in SEQ ED NO.: 2, or a complementary polynucleotide 
sequence thereof, and wherein the O-RS comprises an amino acid sequence comprising SEQ 
ID NO.: 1, or a conservative variation thereof. 

11. (withdrawn) The cell of claim 8, wherein the cell further comprises an additional 
different O-tRNA/O-RS pair and unnatural amino acid, wherein the O-tRNA recognizes a 
second selector codon and the O-RS preferentially aminoacylates the O-tRNA with the 
second unnatural amino acid. 

12. (withdrawn) The cell of claim 8, wherein the cell is a non-eukaryotic cell. 

13. . (withdrawn) The cell of claim 12, wherein the non-eukaryotic cell is an E. coli cell. 

14. (withdrawn) The cell of claim 8, further comprising a nucleic acid that comprises a 
polynucleotide that encodes a polypeptide of interest, wherein the polynucleotide comprises a 
selector codon that is recognized by the O-tRNA. 

15. (withdrawn) An E. coli cell, comprising: 
an orthogonal tRNA (O-tRNA); 

an orthogonal aminoacyl- tRNA synthetase (O-RS), wherein the O-RS preferentially 

aminoacylates the O-tRNA with a redox active amino acid; 
the redox active amino acid; and, 

a nucleic acid that encodes a polypeptide of interest, wherein the nucleic acid 
comprises the selector codon that is recognized by the O-tRNA. 

16. (withdrawn) The E. coli cell of claim 15, wherein the O-RS preferentially 
aminoacylates the O-tRNA with an efficiency of at least 50% of the efficiency of a 
polypeptide comprising an amino acid sequence of SEQ ID NO.: 1. 

17. (withdrawn) An artificial polypeptide comprising SEQ ID NO. 1. 

18. (withdrawn) An artificial polynucleotide that encodes a polypeptide of claim 17. 



amino acid sequence of SEQ ED NO.: 1. 
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19. (withdrawn) A vector comprising or encoding a polynucleotide of claim 18. 

20. (withdrawn) The vector of claim 19, wherein the vector comprises a plasmid, a 
cosmid, a phage, or a virus. 

21. (withdrawn) The vector of claim 19, wherein the vector is an expression vector. 

22. (withdrawn) A cell comprising the vector of claim 19. 

23. (withdrawn) A method for identifying an orthogonal-aminoacyl-tRNA synthetase 
for use with an O-tRNA that utilizes a redox amino acid, the method comprising: 

subjecting to selection a population of cells of a first species, wherein the cells each 
comprise: 

1) a member of a plurality of aminoacyl-tRNA synthetases (RSs); 

2) the orthogonal tRNA (O-tRNA) derived from one or more species; and, 

3) a polynucleotide that encodes a selection marker and comprises at least one 

selector codon; 

wherein cells that are enhanced in suppression efficiency as compared to 
cells lacking or comprising a reduced amount of the member of the 
plurality of RSs that comprises an active RS that aminoacylates the 0- 
tRNA;and, 

selecting the active RS that aminoacylates the O-tRNA with the redox active amino 
acid, thereby providing the orthogonal -aminoacyl-tRNA synthetase for use 
with the O-tRNA. 

24. (withdrawn) The method of claim 23, wherein the selection comprises a positive 
selection and the selection marker comprises a positive selection marker. 

25. (withdrawn) The method of claim 23, wherein the plurality of RSs comprise mutant 
RSs, RSs derived from one or more species other than the first species or both mutant RSs 
and RSs derived from a species other than the first species. 

26. (withdrawn) An orthogonal aminoacyl-tRNA synthetase identified by the method of 
claim 23. 
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27. (withdrawn) A method of producing a protein in a cell with a redox active amino 
acid at a specified position, the method comprising: 

a) growing, in an appropriate medium, the cell, where the cell comprises a nucleic 
acid that comprises at least one selector codon and encodes a protein; and, 

b) providing the redox active amino acid; 
wherein the cell further comprises: 

an orthogonal -tRNA ( O-tRNA) that functions in the cell and recognizes the selector 
codon; and, 

an orthogonal aminoacyl-tRNA synthetase (O-RS) that preferentially aminoacylates 
the O-tRNA with the redox active amino acid, wherein said O-RS: 

i) has an efficiency that is at least 50% of the efficiency observed for a 

translation system comprising said O-tRNA, said redox active amino acid, 
and an aminoacyl-tRNA synthetase comprising the amino acid sequence of 
SEQIDNO:l;or 

ii) preferentially aminoacylates said O-tRNA with a redox active amino acid 

selected from the group consisting of a 3,4-dihydroxy-L-phenyalanine 
(DHP), a 3,4,5-trihydroxy-L-phenylalariine, a 3-nitro-tyrosine, a 4-nitro- 
phenylalanine and a 3 -thiol-tyrosine; and 

c) incorporating the redox active amino acid into the specified position in the protein 
during translation of the nucleic acid with the at least one selector codon, thereby producing 
the protein with a redox active amino acid at a specified position. 

28. (withdrawn) The method of claim 27, wherein the O-RS comprises an a amino acid 
sequence which comprises SEQ ID NO.: 1. , 

29. (withdrawn) The method of claim 27, wherein the cell is a non-eukaryotic cell. 

"* 30. (withdrawn) The method of claim 29, wherein the non-eukaryotic cell is an E. coli 
4 cell. 

31. (currently amended) A composition comprising a protein, wherein the protein 
comprises two or more [[a]] redox active amino acids aeid selected from the group consisting 
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of: a 3 ,4-dihydroxy-L-phenyalanine (DHP), a 3,4,5-trihydroxy-L-phenylalanine, a 3-nitro- 
tyrosine, a 4-nitro-phenylalanine, and a 3-thiol-tyrosine. 

32. (cancelled) 

33. (original) The composition of claim 31, wherein the protein comprises an amino acid 
sequence that is at least 75% identical to that of a wild-type therapeutic protein, a diagnostic 
protein, an industrial enzyme, or portion thereof. 

34. (original) The composition of claim 31, wherein the composition comprises a 
pharmaceutically acceptable carrier. 

35. (currently amended) The composition of claim 31, wherein the protein further 
comprises at least one two or more unnatural amino acid -aekte that is not a 3,4-dihydroxy-L- 
phenvalanine (DHP), a 3 A5-trihydroxv-L-phenvlalanine. a 3-nitro-t yrosine, a 4-nitro- 
phenylalanine. or a 3-thioI-tvrosine . 

36. (currently amended) The composition of claim 3 1 , wherein the protein comprises 
two or more redox active unnatural amino acids that , wherein two or more of said unnatural 
amino acids are the same. 

37. (cancelled) 

38. (currently amended) The composition of claim 31, wherein at least the protein 
comprises two or more unnatural of said redox active amino acids that are different. 

39. (previously presented) The composition of claim 31, wherein the protein comprises 
a myoglobin polypeptide or a portion thereof. 

40. (cancelled) 

41. (previously presented) The composition of claim 31, wherein the protein is capable 
^ of undergoing oxidation. . 

~* 42. (currently amended) The composition of claim 31, wherein the protein is capable of 
undergoing (i} oxidation or (ii) a shift in reductive peak potent ial as measured by 
voltammetric response in comparison to a corresponding protein tha t lacks said at least two 
redox active amino acids improved oxidation , and wherein said oxidation or shift in reductive 
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peak potential require improved oxidation requires said at least two redox active amino acids 

uCTCIi 

43. (currently amended)- The composition of claim 3 1 , wherein at least one the of said 
two or more redox active amino acids aei4 is 3,4-dihydroxy-L-phenyalanine (DHP). 

44. (previously presented) The composition of claim 31, wherein the redox active 
amino acid is a redox catalyst. 

45. (new) The composition of claim 31, further comprising: 

i) at least one orthogonal tRNA (O-tRNA); 

ii) at least one orthogonal aminoacyl- tRNA synthetase (O-RS), wherein the O-RS 
preferentially aminoacylates the O-tRNA with at least one of said redox active 
amino acids; and 

iii) a nucleic acid that encodes the protein, wherein the nucleic acid comprises at least 
two selector codons that are recognized by the O-tRNA. 

46. (new) The composition of claim 31, further comprising an O-RS comprising an 
amino acid sequence comprising SEQ ID NO.: 1, or a conservative variant thereof. 

47. (new) The composition of claim 31, further comprising an O-RS that has an 
efficiency in a translation system that is at least 50% of the efficiency observed in a 
translation system comprising an O-tRNA, an aminoacyl-tRNA synthetase comprising the 
amino acid sequence of SEQ ID NO: 1 that preferentially aminoacylates the O-tRNA with at 
least one of said redox active amino acids, and a nucleic acid encoding a polypeptide of 
interest, said nucleic acid comprising at least one selector codon that is recognized by the 0- 
tRNA. 
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' REMARKS/ARGUMENTS 
Applicants provide herewith an amendment to the claims as described above. 

Support for the amendment to the claims is found in the specification as originally filed, and 

is further discussed below. Applicants submit that no-new matter has been added by way of 

the above Amendment. Accordingly, entry of the Amendment is respectfully requested. 

The Office Action dated March 26, 2007, included claim objections and rejections 

based on alleged indefiniteness (35 U.S.C. §112, second paragraph) and alleged anticipation 

(35 U.S.C. §102). Applicants traverse all rejections to the extent that they may be applied to 

the amended claims, for the reasons noted herein. The present Response with Amendment is 

fully responsive to each of the Examiner's points, and Applicants respectfully request 

reconsideration of the claims in view of the amendments and remarks herein. 

THE STATUS OF THE CLAIMS 

Following entry of the present amendment, Claims 1-31, 33-35, 37-39, 41-44 and 
new claims 45-47 are pending. Claims 31, 35, 36, 38, 38, 42 and 43 are amended herein. 
Claims 32, 37and 40 are cancelled. This amendment to the claims introduces no new matter. 
These amendments are made without prejudice and are not to be construed as abandonment 
of any originally claimed subject matter or presently claimed subject matter or agreement 
with any objection or rejection of record. 

Support for new claims 45-47 is found throughout the specification. For example: 



Claim Number 


Location of Support in the Specification 


45 . 


Throughout the specification, and see 
specifically paragraphs 0009 and 0056. 


46 


See paragraphs 0006, 0012 and 0077. 


47 


See paragraphs 0006, 0009 and 0114. 



CLAIM OBJECTIONS 

The Examiner objected to claim 40 as allegedly being of improper dependent form. 
Solely for the purpose of advancing the prosecution of the present application, Applicants 
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have cancelled claim 40 in the present amendment, thereby rendering the objection moot. 
Applicants respectfully request withdrawal of the objection. 

35 U.S.C. § 112. SECOND PARAGRAPH 

In the Office Action, the Examiner rejected claim 33 under 35 U.S.C. § 1 12, second 
paragraph as indefinite. The Examiner states that the limitation "at least 75% identical to that 
of a wild-type therapeutic protein, a diagnostic protein, an industrial enzyme, or portion 
thereof allegedly lacks proper antecedent basis because no sequences are provided in the 
application. 

Applicants respectfully disagree, and traverse the rejection. The specification 
provides non-exhaustive lists of useful therapeutic and diagnostic proteins and industrial 
enzymes that can be modified to comprise two or more redox active amino acids (see 
paragraphs 0170, 0172 and 0173). No attempt is made to provide all sequences or even 
identify all known proteins that can be modified to contain redox active amino acids. DNA 
and protein sequence repositories are widely known in the art and are readily obtainable, for 
example as taught in the specification, from GenBank, EMBL, DDBJ and the NCBI (see 
paragraphs 0169 and 0174). One of ordinary skill in the .art readily recognizes that GenBank 
keyword searches on the National Center for Biotechnology Information (NCBI) BLAST 
website or searches of the published scientific literature using NCBI PubMed will readily 
reveal the nucleotide and amino acid sequences of countless genes of medical and industrial 
value. Providing the sequences of these proteins in the specification is not necessary to meet 
the requirements of 35 U.S.C. § 112, second paragraph because it is understood that the 
sequences referred to in claim 33 can be readily obtained from public sources (as taught in 
the specification). Applicants respectfully request withdrawal of the rejection. 

In the Office Action, the Examiner rejected claim 42 under 35 U.S.C. § 112, second 
paragraph as indefinite for an alleged lack of clarity for the expression "improved oxidation." 
Applicants respectfully disagree, and traverse the rejection. 

Regardless, solely for the purpose of advancing the prosecution of the present 
application, and without acquiescing to the Examiner's rejection, the Applicants have 
amended claim 42. Rebuttal to the Examiner's rejection is made in view of the amended 
form of claim 42. Amended claim 42 replaces the expression "improved oxidation" with the 
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expression "shift in reductive peak potential as measured by voltammetric response in 
comparison to a corresponding protein that lacks said at least two redox active amino acids." 
Clear support for this language is found at paragraph 0188. Use of this language removes 
any ambiguity that may have existed in the originally filed version of the claim. In view of 
amended claim 42, Applicants respectfully request withdrawal of the rejection. 

35U.S.C. §102 

Alfonta et aL is Not Prior Art 
In the Office Action, the Examiner rejected claims 31, 33, 34 and 39-44 under 35 

U.S.C. § 102(a) as allegedly anticipated by (or obvious over) Alfonta et al "Site Specific 

Incorporation of a Redox-Active Amino Acid into Proteins," Journal of the American 

Chemical Society 125:14662-14663 (published November 6, 2003). 

It appears that the Examiner may have made an error in citing Alfonta et al 

Applicants point out that the present utility application claims priority to Prov. Appl. Serial 

No. 60/51 1,532, which has a filing date of October 14, 2003. Thus, Alfonta et al is not prior 

art. The claimed invention is fully supported by the provisional application that was filed 

prior to the publication of Alfonta et al Applicants assert that Alfonta et al is not prior art, 

and respectfully request its removal from consideration. 

The Claims Require a Plurality of Redox Active Amino Acids 
In the Office Action, claims 31 and 33-44 were rejected under 35 U.S.C. § 102(e) as 

allegedly anticipated by Schultz et al, U.S. Patent No. 7,045,337. 

As an initial matter, to clarify the record in light of statements in the Action, 
Applicants point out that U.S. Patent No. 7,045,337 and the subject application do not have 
the same assignee. 7,045,337 is assigned to The Scripps Research Institute and also to The 
Regents of the University of California. The subject application is solely assigned to The 
Scripps Research Institute. 

In the rejection over the '337 patent, the Examiner argued that the claims are 
allegedly anticipated "as evidenced by Rodriguez" (see the Office Action at page 5, last line 
on the page). It is unclear whether an anticipation or obviousness rejection is'intended. In a 
separate basis for rejection, the Examiner rejected claims 31, 33 and 39-44 under 35 U.S.C. 
§ 102(b) as allegedly anticipated by Rodriguez et al, "The Reciprocal Exclusion by L-DOPA 
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(3,4-hydroxy-L-phenylalanine) and L-Tyrosine of the Incorporation as Single Units into a 
Soluble Rat Brain Protein," Biochemistry Journal 149:115-121 (1975). 

Applicants respectfully traverse these rejections, to the extent that they are applied to 
the amended claims. Solely for the purpose of advancing the prosecution, and without 
acquiescing to the rejection, Applicants have amended claim 31. Rebuttal to the rejections is 
made in view of the amended form of claim 31. 

The amended version of independent claim 31 now requires that a protein of the 
invention comprise two or more redox active amino acids. This limitation was previously 
recited in dependent claim 37, which is now cancelled and incorporated into claim 31. 
Amendments to dependent claims 35, 36, 38 and 43 revised the language to reflect proper 
antecedent basis consistent with the amended independent claim 31. The amendment to 
claim 35 also clarifies that the protein can comprise additional unnatural amino acids that are 
not redox active amino acids (see paragraphs 0059, 0089, 0118 and 0168). 

In order for a reference to anticipate a claim, or for a combination of references to 
render the claim obvious, the reference(s) must teach each and every element of the claim. 
The Examiner has not established how the prior art teaches a protein with two or more 3,4- 
dihydroxy-L-phenyalanine (DHP), 3,4,5-trihydroxy-L-phenylalanine, 3-nitro-tyrosine, 4-nitro- 
phenylalanine, or 3 -thiol-tyrosine, or how the prior art provides the additional features of the 
dependent claims. Accordingly, a prima facie case has not been made and Applicants 
respectfully request that these rejections be withdrawn. 



CONCLUSION 



In view of the foregoing, Applicants believe that all claims now pending in this 
application are definite, novel and non-obvious, and are in condition for allowance. The 
issuance of a formal Notice of Allowance is respectfully requested. 
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